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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Coffinberry (U.S. Patent No. 5,891,584) in view of Hikino (Japanese Patent No. 
356030514A), and further in view of Priceman (EP 0304176 A2). 

Coffinberry teaches a hydrocarbon fluid containment articles through which 
hydrocarbon fuels flow wherein the surface for contacting the fluid is a diffusion barrier 
material, a catalytic material, or combination thereof coated on a metal substrate, such 
as aircraft turbine engines components including heat exchangers (column 4, lines 28- 
36). The diffusion barrier inhibits interdiffusion and catalyzes thermal decomposition of 
the fuel to promote formation of a loosely-adherent or substantially non-adherent coke 
(column 1 1 , line 49 through column 12, line 54). The diffusion barrier may be a 
ceramic, such as tantala, silica, or other oxides, and may be overlayed with the catalytic 
material (column 11, lines 11-34; column 19, line 55; and claim 6). Thicknesses of the 
diffusion barrier layer range from about 0.1 to 5.0 microns (column 13, lines 40-56). 
One example was conducted using jet fuel at 700 F (371 °C), the equivalent of about 
345 °C (column 19, lines 43-48). 
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Coffinberry does not teach the catalytic material as being platinum nor a second 
coating system on an opposing surface of the substrate. 

Coffinberry does discuss prior art, namely Hikino, wherein fuel tar collecting on a 
surface coated with platinum may be removed when heated to 350 °C for an hour 
(column 3, lines 40-50 of Coffinberry). Therefore, as Hikino clearly teaches platinum is 
an effective catalytic material useful for prevention of adhesion of fuel tar to a surface, it 
would have been obvious to one of ordinary skill in the art at the time of the claimed 
invention to use the platinum layer of Hikino as either the catalytic material or in 
association with the catalytic material of Coffinberry overlaying the diffusion barrier 
layer. 

Neither Coffinberry nor Hikino teach a second coating system on an opposing 
surface of the substrate. 

Priceman teaches a coated metal composite article, such as a gas turbine engine 
(column 3, lines 6-7), including afterburner nozzles thereof (column 1, line 46). 
Opposite surfaces of the substrate have an intermetallic layer and ceramic layer thereon 
(column 4, lines 47-49; Figure 1) imparting "improved operating temperature and life 
capabilities at temperature and, where necessary, improved resistance to premature 
catastrophic failure resulting from chemical/metallurgical reactions with other materials" 
(column 2, lines 44-50). Therefore, as it is clearly taught by Priceman that forming a 
coating on either surface of the substrate provides improved life capabilities and 
resistance to failure, it would have been obvious to one of ordinary skill in the art at the 
time the claimed invention was made to apply coatings to both surfaces of the substrate 
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taught by Coffinberry in view of Hikino with a reasonable expectation of success. Thus 
the claimed invention as a whole is prima facie obvious over the combined teachings of 
the prior art. 

Regarding claim 16, Priceman teaches the single step of application of an 
intermetallic layer to both sides of the substrate prior to the subsequent step of heating 
of the coated substrate (column 5, lines 40-43). It would be obvious to one of ordinary 
skill in the art to apply the layer to both sides simultaneously. Please note, claim 16 
includes product by process language. The above arguments establish a rationale 
tending to show the claimed product is the same as what is taught by the prior art. 
"[E]ven though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 227 USPQ 964,966. Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious difference between the claimed product and 
the prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 
1983), MPEP 2113.Thus the claimed invention as a whole is prima facie obvious over 
the combined teachings of the prior art. 
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Regarding claim 17, Coffinberry teaches roughness of the substrate is 
detrimental to the CVD application process as it reduces adhesion of a CVD applied 
coating and therefore a roughness is undesirable (column 15, line 43 and lines 55-57). 
As noted by applicant in the reply of 1/17/07 page 12, CVD coatings in the dimensions 
taught by Coffinberry will have a surface roughness that corresponds to that of the 
substrate to which it is applied. Therefore, as Coffinberry teaches a roughness of any 
size is detrimental to CVD deposited coatings, it would be obvious to one of ordinary 
skill in the art at the time of the claimed invention to form the coating having a 
roughness not greater than about one micrometer. 

Response to Arguments 

Applicant's arguments filed 1/17 707 have been fully considered but they are not 
persuasive. 

First, applicant argues the combination of Coffinberry and Hikino does not 
suggest an outermost layer consisting essentially of platinum as Hikino teaches use of 
an inorganic binder with platinum. The transitional phrase "consisting essentially of 
limits the scope of a claim to the specified materials or steps "and those that do not 
materially affect the basic and novel characteristic(s)" of the claimed invention. In re 
Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). If an applicant 
contends that additional steps or materials in the prior art are excluded by the recitation 
of "consisting essentially of," applicant has the burden of showing that the introduction 
of additional steps or components would materially change the characteristics of 
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applicants invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). In 
the present case, the platinum layer of Hikino is used for the same purpose as in the 
present application, namely a catalyst for removal of carbonaceous gum substances, 
the presence of other components in the layer taught by Hikino is not considered to 
materially change the characteristics of applicant's invention. 

Second, applicant argues none of the references cited teaches a coating surface 
finish that replicates the substrate finish to which it is applied. Applicant points to 
paragraph [29] in support of this newly added limitation. In review of paragraph [29], the 
claimed relationship between finishes is due to the preferred use of CVD as it allows for 
the coating system to replicate the underlying substrate finish. As Coffinberry teaches 
CVD deposited coatings, the claimed relationship is expected to be identical to that 
claimed and taught by applicant. 

Third, with respect to claim 17, applicant argues the interpretation of the claim 
was incorrect as the thickness of a coating does not limit its surface roughness. This 
argument was found to be convincing, however, upon further consideration, Coffinberry 
teaches roughness of the substrate is detrimental to the CVD application process as it 
reduces adhesion of a CVD applied coating and therefore a roughness is undesirable 
(column 15, line 43 and lines 55-57). As noted by applicant in the reply of 1/17/07 page 
12, CVD coatings in the dimensions taught by Coffinberry will have a surface roughness 
that corresponds to that of the substrate to which it is applied. Therefore, as Coffinberry 
teaches a roughness of any size is detrimental to CVD deposited coatings, it would be 
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obvious to one of ordinary skill in the art at the time of the claimed invention to form the 
coating having a roughness not greater than about one micrometer. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron S. Austin whose telephone number is (571) 272- 
8935. The examiner can normally be reached on Monday-Friday: 7:30 AM to 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the RAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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